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4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-8,10,15,16 and 18-24 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 05 September 2006 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.^ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) ^| Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 
Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20090429 



Application/Control Number: 10/591 ,632 Page 2 

Art Unit: 1793 

DETAILED ACTION 

1 . Applicant's request for reconsideration of the finality of the rejection of the last Office 
action is persuasive and, therefore, the finality of that action is withdrawn. 

2. Claims 1-8, 10, 15-16, and 18-24 are presented for examination, wherein all the claims 
were previously presented. 

3. The previous rejections of claims 1, 3, 5, 7, and 18-23 as being anticipated by Foerster et 
al. (US 6,149,973) are withdrawn as a result of the applicant's arguments. 



Claim Rejections - 35 USC §103 

4. The text of those sections of the Title 35 U.S. Code not included in this section can be 
found in a prior Office action. 

5. Claims 1-8, 10, 15, 16, and 18-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Foerster et al (US 6,149,973). 

Foerster is applied to the claims 1-8, 10, 15, 16, and 18-23 for the same reasons stated in 
the previous Office action. 

5. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Foerster et al (US 
6,149,973) in view of Ogawa et al (US 5,733,352) 

Foerster suggests the method of claim 15 with a ceramic catalyst carrier (Column 1, lines 
28-34), but Foerster does not teach the ceramic filter made of a thermet, wherein the thermet is 
selected from a group consisting of Al 2 0 3 /Fe, Al 2 0 3 /Ni and B 4 C/Fe. 
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Ogawa teaches a honeycomb structure having a porous cell wall used to form a diesel 
particulate filter (abstract), wherein the material is a thermet such as Al 2 0 3 /Fe, Al 2 0 3 /Ni and 
B 4 C/Fe (column 4, lines 29-30). 

As a result, it would have been obvious to a person of ordinary skill at the time of the 
invention to make the filter taught by Foerster with the filler material taught by Ogawa, since 
Ogawa teaches filter with specific filler material that is inert, an important characteristic for the 
Foerster filter filler material, since the filer material is a vehicle for carrying the catalyst, and 
should not react. 

Response to Arguments 

6. The applicant makes the following six arguments: 

a. First, the applicant argues "Foerster never expressly discloses or contemplates a 
wall-flow filter, let alone a wall-flow filter which has evacuated channel walls" (response 
to Office action, p. 7) since "Foerster discloses a honeycomb flow-through catalyst in 
which the catalyst flows along the length of the channels" (id, emphasis in the response to 
Office action) instead of across the walls. 

In response, the examiner rejected claims 1, 3, 5, 7, 18-23 under 35 U.S.C. §§ 
102(b) and 103(a). While this argument overcomes the § 102(b) rejection, it does not 
overcome the § 103(a) rejection. 

The Foerster patent contemplates a wall-flow filter for the reasons provided in the 
prior Office action. As the applicant notes in the specification, "[a] typical wall-flow filter 
has a shape of a honeycomb, [wherein] a flowing exhaust gas stream passing through the 
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cells. . ." (emphasis added). A wall-flow meter is not limited to only having gas flow 
across the walls, since the embodiment described in the specification is only "typical." 

b. Second, the applicant argues "Foerster never indicates that the vacuum step may 
be applied first, namely as a discrete step before then step of contacting the substrate with 
a liquid." (id, emphasis in the response to Office action). 

In response, the claims do not require a vacuum step as a discrete step applied 
prior to contacting the substrate with a liquid. Foerster teaches the steps (a) and (b). The 
selection of any order of performing process steps is prima facie obvious in the absence 
of new or unexpected results. See In re Burhans, 154 F.2d 690 (CCPA 1946). See also 
MPEP § 2144.04(IV)(C). 

c. Third, the applicant argues the Foerester patent would not work as a wall-flow 
meter, since "the walls for a honeycomb carrier are essentially impermeable to the 
flowing gas." 

In response, please refer to the reply to the first argument. 

d. Fourth, the applicant argues Foerester teaches away from the claimed invention 
by stating the mechanism of the filtration is different from the instant invention. 

In response, the instant invention does not claims the mechanism, but rather 
teaches a method of manufacturing, wherein the steps are not interlinked so as to require 
specific steps prior to other steps. 

e. Fifth, the applicant argues for claim 2 that Foerster teaches away from reapplying 
the coating. 
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f. In response, as Foerster teaches it is "possible to apply the entire quantity of 
coating. . .iin a single operational cycle" and "[m]ultiple coatings. . .should be avoided" 
(column 2, lines 24-3 1). A reference may be relied upon for all that it would have 
reasonably suggested to one having ordinary skill the art, including nonpreferred 
embodiments. Merck & Co. v. Biocraft Laboratories, 874 F.2d 804 (Fed. Cir.), cert, 
denied, 493 U.S. 975 (1989). See MPEP § 2123. 

g. Sixth, the applicant argues for claim 24 that the subject matter of Twigg et al (WO 
2004/079167) and the claimed invention were commonly owned at the time of the 
invention. 

In response, please find attached the revised rejection to claim 24 supra. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to YOSHITOSHI TAKEUCHI whose telephone number is (571) 
270-5828. The examiner can normally be reached on Monday-Thursday 9:30-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art Unit 
1793 



/YOSHITOSHI TAKEUCHI/ 
Examiner, Art Unit 1793 



